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IN THE 


United States Court of Appeals 

District of Columbia. 


Appeal, No. 9941. 


THE JEFFREY MANUFACTURING COMPANY, 

Appellant, 

v. 

LAWRENCE C. KINGSLAND, Commissioner of Patents, 

Appellee. 


Appeal from a Judgment of the District Court of the United 
States for the District of Columbia. 


BRIEF FOR APPELLANT. 


JURISDICTIONAL STATEMENT. 

The action brought in the District Court in this case waij 
a motion or complaint in the nature of a request for writ 
of mandamus, requesting the District Court to issue art 
order directing appellee, The Commissioner of Patents, t<i 
issue a patent to appellant. This request was based upoii 
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the fact that appellee, the Commissioner of Patents, had 
refused to issue a patent to appellant on an application of 
Morton B. Curley and James Kilbourne, filed July 24, 
1042, Serial Xo. 452,152, after appellant had taken an ap¬ 
peal to the Court of Customs and Patent Appeals on the 
issue of the patentability over the prior art of certain 
claims of said Curley and Kilbourne application, and in 
which said Court of Customs and Patent Appeals had 
ruled claims 3 and 4 patentable over the prior art and had 
rendered judgment for appellant. 

Nevertheless, in spite of this judgment, appellee, the 
Commissioner of Patents, refused to issue the patent and 
proceeded to reopen the prosecution of the Curley and Kil¬ 
bourne application and cite new evidence tending to show 
unpatentability of the claims, said new evidence including 
new prior art not previously cited, as well as prior art 
known to the Court of Customs and Patent Appeals but 
not officially before it. 

The District Court had jurisdiction of the case, Act of 
March 3, 1911, c. 231, Sec. 262 (36 Stat. 1162) U. S. C. 
Title 28, Sec. 377, which reads in part: 

“The-district courts shall have power to issue all 

writs not specifically provided for by statute, which 
may be necessary for the exercise of their respective 
jurisdictions, and agreeable to the usages and prin¬ 
ciples of law ”. 

since the Commissioner of Patents had no discretion but 
was duty bound to issue the application following the judg¬ 
ment of the United States Court of Customs and Patent 
Appeals under R. S. Sec. 4914 (U. S. C. Title 35, Sec. 62) 
which reads in part: 

“After hearing the case the court shall return to the 
Commissioner a certificate of its proceedings and de¬ 
cision, which shall be entered of record in the Patent 
Office, and shall govern the further proceedings in the 
case”. 
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Jurisdiction of this Court is based upon the Act of June 
20, 1938, c. 526 (52 Stat. 779), U. S. C., Title 28, Sec. 225. 

STATEMENT OF THE CASE. 

As above set forth in part, appellant filed an applica¬ 
tion for patent in the United States Patent Office in the ! 
name of Curley et al. The claims of this application were i 
denied and appeal was prosecuted in the regular manner, 
first to the Board of Appeals of the Patent Office and then 
to the Court of Customs and Patent Appeals. The Court 
of Customs and Patent Appeals rendered its decision in 
favor of appellant as to Claims 3 and 4 (Application of 
Curley, 158 F. (2d) 300). Appellant thereupon canceled 
all of the application claims except those two as to which 
the Commissioner of Patents had been reversed and asked 
that the Curley et al. application be passed to issue. 

The Commissioner of Patents thereupon reopened the 
prosecution of the case and rejected the claims upon .- 

(a) the two patents which were before the Court of 
Customs and Patent Appeals, together with a 
publication which was discussed by the Solicitor 
for the Commissioner and said Court. 

and 

(b) a new prior art patent cited for the first time. 
(Appellant’s App., paper #19 of Exhibit?page 12) 

A 

Action was thereupon brought in the District Court be¬ 
low by appellant, asking the District Court to grant an 
order in the nature of a writ of mandamus requiring the 
Commissioner of Patents to issue the application of Curley 
et al., as a patent to appellant. 

STATUTE INVOLVED. 

R. S. Section 4914 U. S. C., Title 35, Sec. 62: 

“The court, on petition, shall hear and determine such 
appeal, and revise the decision appealed from in a sum¬ 
mary way, on the evidence produced before the com- 
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missiorier at such early and convenient time as the 
court may appoint; and the revision shall be confined 
to the points set forth in the reasons of appeal. After 
hearing- the case the court shall return to the commis¬ 
sioner a certificate of its proceedings and decision, 
which ^hall be entered of record in the Patent Office, 
and shall govern the further proceedings in the case. 
But no opinion or decision of the court in any such 
case shall preclude any person interested from the 
risrht to contest the validity of such patent in any 
court wherein the same may be called in question’’. 

STATEMENT OF POINTS. 

There is only a single point involved in this case. It is, 
as well stated in the opening paragraph of the decision of 
the District Court: 

“-whether, after the court of Customs and Pat¬ 

ent Appeals reverses a ruling of the Commissioner of 
Patents denying an application for a patent and re¬ 
mands the proceedings to the Commissioner, the Pat¬ 
ent Office may nevertheless deny the application on the 
basis of additional references to the prior art, which 
the examiner had not previously cited”. (Appellant’s 
App. 8.) 


SUMMARY OF ARGUMENT. 

1. The District Court is correct in its statement that: 

“It is clear that if the general doctrine of res judicata 
were applicable to this proceeding the plaintiff’s con¬ 
tention would be sound”. 

2. The District Court’s statement of the facts in the case 
of Raritke Patents Corp. v. Coe, 74 App. D. C. 251; 122 F. 
(2d) 937 is inaccurate and its conclusions are not sup¬ 
ported by the facts of that case. 

3. The quotation from the brief for the Commissioner of 
Patents contained in the decision of the Supreme Court in 
the case of Hoover Co. v. Coe, 325 U. S. 79 which is strongly 
relied upon as justifying an exception to the general rule 
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stated in (1) above is not even dictum but at best is a 
second cousin to dictum and is inadequate to justify the 
exception which the Court made to said general rule, par¬ 
ticularly in view of numerous decisions which support ap¬ 
pellant’s position. 

4. The specific language of the statute R. S. Sec. 4914 
which provides that the decision of the Court of Customs 
and Patent Appeals: 

“shall govern the further proceedings in the case” 

precludes a reinvestigation of additional evidence on the 
same issue and thereby precludes the Commissioner con¬ 
sidering additional prior art on the issue of the patentabil¬ 
ity of the claims over the prior art. 

5. If the clear provisions of the statute R. S. Sec. 4914 
are ignored there is nothing whatever to preclude the Pat¬ 
ent Office from setting aside a judgment of the Court of 
Customs and Patent Appeals or of this Court as many 
times as it chooses following adverse rulings on the issue 
of patentability, by the simple expedient of introducing 
new prior art following each adverse decision. 

6. The established and recognized public policy which 
requires that an issue once determined shall not be re¬ 
opened completely outweighs any public policy which may 
be involved in the issuance of a patent whose validity may 
be doubtful, on the theorv that the Commissioner of Pat- 
ents has belatedly discovered new prior art which might 
adversely affect the validity of the claims previously al¬ 
lowed. 

7. If the Commissioner of Patents desired to reject the 
claims of Curley et al. he should have requested that the 
case be remanded by the Court of Customs and Patent Ap¬ 
peals before entry of judgment as one of the grounds 
(a) upon which he proposes to reject the claims was known 
to him at the time of the argument before said court. 
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ARGUMENT. 

The District Court's statement of the general doctrine 
of res judicata is believed to be essentially accurate. Said 
Court stated as follows: 

“It is clear that if the general doctrine of res judicata 
were applicable to this proceeding, the plaintiff’s con¬ 
tention would be sound. Under the usual application 
of the rule of res judicata a judgment bars subsequent 
consideration not only of those issues which were de¬ 
cided by a court of competent jurisdiction but also of 
those matters which could have been raised and de¬ 
cided in the prior action. The problem presented, 
therefore, is whether an exception to the general doc¬ 
trine of res judicata exists in respect to the proceed¬ 
ings of the nature here involved”. (Appellant’s App. 
9.) 

Xot only does the general doctrine of res judicata sup¬ 
port appellant's position, but the specific terms of the stat¬ 
ute, R. S. See. 4915, supports it in the requirement that the 
decision of the ('ourt of Customs and Patent Appeals 

“shall govern the further proceedings in the case”. 

The District Court, however, proceeded to discuss two 
cases which iit felt carved 

“an exception to the general doctrine of res judicata”; 
(Appellant's App. 9.) m 

and apparently overrode the statutory requirement. 

It is respectfully submitted that the two decisions cited 
bv the District Court are inadequate to establish excep¬ 
tions to the general doctrine which the Court found to 
exist or to override the specific provision of R. S. Sec. 
4914, and that there are other decisions which greatly out¬ 
weigh the implication of the only one of the two cases which 
was really in point, that is, the case of Hoover Co. v. Coe, 
325 U. S. 79. 
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The District Court referred to the case of Radtke Pat¬ 
ents Corporation v. Coe, 74 App. D. C. 251, 122 F. (2d) 937, 
as supporting its ruling. The facts of the Radtke case do 
not coincide with those recited by the District Court and in 
fact the pertinence of this case is completely lost when tpe 
facts are correctly set forth. The District Court’s state¬ 
ment of the facts in the Radtke case is as follows: 

i 

“In Radtke Patents Corporation v. Coe, 74 App. 
D. C. 251, the facts were as follows. An application 
for a patent was filed in the Patent Office. The final 
ruling of the Patent Office was followed by a suit jin 
this Court under Sec. 4915 of the Revised Statutes. 
This court rendered judgment awarding priority io 
the plaintiff’s assignor and authorizing the issuance of 
letters patent. Subsequently, the Patent Office re¬ 
opened the matter to determine the patentability of tjie 
claims involved in the controversy. It reached the con¬ 
clusion that the claims were not patentable and de¬ 
clined to issue a patent. The question presented in tpe 
instant case was not discussed but apparently the Court 
of Appeals assumed that the Patent Office had the 
right to reopen the proceeding involved in the applica¬ 
tion for a patent, in spite of the fact that this Court, 
in a proceeding under Sec. 4915, had previously ap- 
thorized the Commissioner of Patents to issue letters 
patent to a specified applicant.” (Appellant’s 
10 .) 

The actual facts of the Radtke case were as follows: Onp, 
Vogt, et al., filed an application for patent in the Patent 
Office and four of the claims were finally rejected. A suft 
was brought in the District Court under R. S. Seb. 
4915, requesting the Court to direct the allowance of the 
four Vogt claims. A decree was entered in which it wa!s 
adjudged that the four claims defined a meritorious in¬ 
vention and were novel and patentable and authorized the 
Commissioner of Patents to issue the letters patent to 
Vogt’s assignee, American Tri-Ergon Corporation. 

However, there were other applications pending in tl^e 
Patent Office, including applications of Whitson, and 
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Radtke, which claimed the same invention. The Commis¬ 
sioner of Patents thereupon, instead of issuing the Vogt 
patent, declared an interference between Vogt, Radtke and 
Whitson. In the ensuing interference proceedings priority 
of invention was awarded to Radtke. This was affirmed by 
the Board of Appeals of the Patent Office. A patent was 
issued to Radtke including the four claims. Suit was filed 
in the District Court for the District of Columbia under 
R. S. Sec. 4915 by Vogt’s assignee, asking that a patent be 
issued to it including said four claims. 

When on appeal, the question was raised in this Court, 
by amicus curiae, whether or not the claims were patentable 
to Vogt and this Court investigated that question and ruled 
the claims were not patentable. 

The Radtke case therefore dealt with the authority of 
this Court to investigate the patentability of claims in an 
interference proceeding. The question of the authority of 
the Commissioner of Patents to ignore a judgment of the 
District Court, on the issue of patentability, was in no wise 
involved. 

The District Court also relied upon the case of Hoover 
Co. v. Coe , 325 U. S. 79, and stated: 

“Mr. Justice Roberts, speaking for a unanimous 
court, makes certain observations which are pertinent 
to the question under consideration here. With appa¬ 
rent approval, he quotes from a brief filed by the Com¬ 
missioner of Patents the following remarks concern¬ 
ing suits under Revised Statutes, Sec. 4915: 

* * * * in rare instances where, after termination of 
the suit, a new reference is discovered which shows 
lack of patentability of the claim for a reason not con¬ 
sidered by the court, this Office considers itself under a 
duty to reject the claims on the newly discovered 
ground, and to refuse a patent on those claims unless 
the applicant can overcome the new ground of rejec¬ 
tion'. 

This quotation from the statement of the Commissioner 
of Patents is followed by the following observations 
made by Mr. Justice Roberts: 
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‘ • ** * where an applicant has succeeded in a bill filed 
under R. S. 4915, the courts have not questioned the 
power of the Patent Office subsequently to disallow 
the claims for want of invention over a newly discov-j 
ered reference to the prior art’.” 

(Appellant’s App. 9, 10.) 

First of all, it is to be noted that in this case the particuJ 
lar point upon which the brief of the Commissioner of Pat-j 
ents commented, which in turn was mentioned by the Sun 
preme Court, was not in issue. It is also to be noted that 
all parties before the Supreme Court were urging a revere 
sal of the decision of this Court. Furthermore, there is nc} 
indication that even the Commissioner’s brief had refer-) 
ence to a R. S. Sec. 4915 suit in which the issue was that of| 
patentability over the prior art. 

The issue in that case was whether or not the District 
Court b^d jurisdiction of a suit under R. S. Sec. 4915 to 
rule on whether claims of a pending application were read¬ 
able upon an issued patent if the result of a favorable rulj 
ing would be that the application could not issue forthwith 
but would have to contest priority of invention with th^ 
patentee whose claims were duplicated in the application] 

To infer that the Supreme Court by a unanimous decisiorj 
approved the proposition that the Commissioner when rej 
versed by the Court of Customs and Patent Appeals, or bv 
this Court, on the issue of patentability could reopen the 
prosecution of the case and cite new evidence on the same 
issue is certainly not consistent with the facts in the Hooveif 
case. As a matter of fact, the first quotation from thi 
Hoover case which the District Court relied upon cap 
scarcely be said to have the status even of dictum. At besf 
it is merely a second cousin to dictum, for actually it is 
merely a quotation from the brief of the Commissioner of 
Patents on a matter which was not before the Court and 
as to which the Court made no ruling whatever. Further^ 
more, there is no clear and unequivocal indication that th^ 
Supreme Court even approved this statement from the 
Commissioner’s brief and certainly there can be no accm 
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rate suggestion that it was approved by unanimous deci¬ 
sion. 

The second statement in the Hoover case which the Dis¬ 
trict Court relies upon reads as follows (page 89): 

“and where an applicant has succeeded in a bill filed 
under R. S. 4915, the courts have not questioned the 
power of the Patent Office subsequently to disallow 
the claims for want of invention over a newly dis¬ 
covered reference to the prior art.” 

The Supreme Court referred to the case of Gold et al. v. 
Newton. 254 F. S24, to support its statement. As a broad 
statement it may be entirely accurate though there is some 
question even as to this. In any event in the case cited by 
the Supreme Court, viz., G'old et al. v. Newton, 254 Fed. 824, 
the first R. S. 4915 suit actually was an interference pro¬ 
ceeding and, as stated, page 825: 

“Xo judgment as to patentability was necessary, and 
none was made.”. 

It is thus clear that in the case of Gold et al. v. Newton 
the judgment in the first suit did not touch the issue of pat¬ 
entability. 

It is of no particular significance whether an applicant 
has been before a court either in a suit under R. S. Sec. 
4911 or a suit under R. S. Sec. 4915. The material question 
is whether or not the issue of patentability over the prior 
art was involved and if it was involved it is submitted that 
the specific terms of the statute, R. S. Sec. 4914, as well as 
the general doctrine of res judicata and many decisions, re¬ 
quire that there be no second trial of that issue. Additional 
evidence on that same issue in the form of additional prior 
art can not be advanced as an excuse for a second trial on 
the accuracy of the Commissioner’s action. 

It is. of course , obvious that if the Commissioner of Pat¬ 
ents can reopen the prosecution of a case after the issue 
of patentability has been passed upon by a court of com¬ 
petent jurisdiction he can do it a second time, a third time, 
a fourth time, or as many times as he chooses. 








il 


That there are numerous cases which outweigh the sec¬ 
ond cousin to dictum in the Hoover case upon which the 
District Court relied is believed to be evident from a con¬ 
sideration of a few of them. 

Starting with the very early case of Arnold v. Bishop, 
Federal Case No. 553, 1 Fed. Case 1168, the Court stated: 

“So, if the judge should reverse the decision of the 
commissioner upon those points, it would seem that the 
patent must issue, although the judge should be of the 
opinion that, upon the whole case, as it appears in evi¬ 
dence before him, the patent ought not to issue. I say 
that this would seem to be the effect of such a decision, 
because the effect of such a decision upon the further 
proceedings of the commissioner would depend upon 
the question whether the reasons of appeal thus af¬ 
firmed by the judge involved the merits of the case.” 

There can be no doubt that the above decision controls 
for the obvious reason that the issue which was before the 
Court of Customs and Patent Appeals was the issue of the 
patentability of the claims over the prior art. The new ref¬ 
erence and the new grounds of rejection now raised by the 
Examiner are clearly nothing more than new evidence on 
the same issue. It certainly cannot be denied that the prior 
art which the Examiner now offers as a basis for denial j 
of the claims, as well as for the other reasons which he seeks j 
to advance, could have been contained in his original basis i 
for denial and they could and should have been evidence j 
before the Court of Customs and Patent Appeals, if they i 
ever were to be. 

The situation is fully covered by the decision in Whiteley \ 
v. McCormick, 1876 C. D. 228, wherein the Commissioner 
quotes with approval from the decision of the Supreme 
Court of the United States in the case of Beloit v. Morgan, 
7 Wallace 619 (74 U. S. 619, page 622), in which the Su¬ 
preme Court stated: 

“In trying this question I believe I state the rule 
of the court correctly that where a given matter be- j 
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comes the subject of litigation in, and of adjudication 
by, a court of competent jurisdiction, the court re¬ 
quires the parties to bring forward their whole case, 
and will not, except under special circumstances, per¬ 
mit the same parties to open the same subject of liti¬ 
gation in respect of a matter which might have been 
brought forward as a part of the subject in contest, 
but which was not brought forward only because they 
have from negligence, inadvertence, or even accident, 
omitted a part of their case. The plea of res judicata 
applies, except in special cases, not only to the points 
upon which the court was required by the parties to 
form an opinion and pronounce a judgment, but to 
every point which properly belonged to the subject of 
litigation, and which the parties, exercising reasonable 
diligence, might have brought forward at the time.” 

Also, in the case of Hill v. Wooster, 132 U. S. 693, the 
Supreme Court of the United States stated (page 69S): 

“A determination of that issue alone, in favor of 
the applicant, carrying with it, as it does, authority 
to the Commissioner to issue a patent to him for the 
claims in interference, would necessarily give the sanc¬ 
tion of the court to the patentability of the invention in¬ 
volved.” 

As stated by the Supreme Court in the well-known case 
of CromivMl v. County of Sac , 94 U. S. 351, page 353: 

“a judgment estops not only as to every ground of 
recovery or defense actually presented in the action, 
but also as to every ground which might have been pre¬ 
sented” 

and 

“Such demand or claim, having passed into judgment, 
cannot again be brought into litigation between the 
parties in proceedings at law upon any ground what¬ 
ever. ’ ’ 

Some suggestion has been made that there is a distinc¬ 
tion between decisions of the U. S. District Court under R. 
S. Sec. 4915 and decisions of the Court of Customs and 
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Patent Appeals under R. S. Sec. 4911. However, this is ojb- 
viously not true in view of the specific language of the stat¬ 
ute itself above quoted. See also Gandy v. Marble , 122 
U. S. 432, in which the Supreme Court stated: 

“The decision of the court on a bill in equity b|e- 
comes, equally with the judgment of the Supreme 
Court of the District of Columbia on a direct appeal 
under Sec. 4911, the decision of the Patent Office, apd 
is to govern the action of the Commissioner.” 

See also Pitman v. Coe, 62 App. D. C. 365; 68 F. (2d) 41j2. 

There has also been some suggestion that while the de¬ 
cision of the Court of Customs and Patent Appeals Jis 
binding upon applicant, it is not binding upon the Corh- 
missioner. Of course, the only theory whatever back 6f 
this is the totally un-American thesis that the “king can 
do no vrrong”, or that the Government is bigger than i^s 
people. This is clearly inconsistent with the above deci¬ 
sions as well as others. For example, as stated in the ca^e 
of Tail v. Western Maryland Railway Co., 2S9 U. S. 620, 
624: 

“The public policy upon which the rule is founded 
has been said to apply with equal force to the sov¬ 
ereign’s demand and the claims of private citizens.]” 

Appellant further wishes to direct Your Honor’s atten¬ 
tion to two cases which appear to be conclusive of the issues 
here involved. The first is the decision of the Supreme Court 
of the United States in the case of Butterwortli v. Hoe, li.2 
U. S. 50. That was a case under which the authority of tljie 
Secretary of the Interior to review decisions of the Com¬ 
missioner of Patents was considered, and the Supreme 
Court made a very thorough analysis of the provisions <i>f 
R. S. Sec. 4914 which is the statute here involved. The Su¬ 
preme Court then stated, page 60: 

“It is evident that the appeal thus given to the Su¬ 
preme Court of the District of Columbia from the deeji- 

I 

i 

I 

I 
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sion of the Commissioner, is not the exercise of or¬ 
dinary jurisdiction at law or in equity on the part of 
that court, but is one step in the statutory proceed¬ 
ing under the patent laws whereby that tribunal is in¬ 
terposed in aid of the Patent Office, though not subject 
to it. Its adjudication, though not binding upon any 
who choose by litigation i^i courts of general jurisdiction 
to question the validity of any patent thus awarded, is, 
nevertheless, conclusive upon the Patent Office itself, 
for, as the statute declares, Rev. Stat. Sec. 4914, it 
‘shall govern the further proceedings in the case’. The 
Commissioner cannot question it. He is bound to re¬ 
cord and obey it. His failure or refusal to execute 
it by appropriate action would undoubtedly be cor¬ 
rected and supplied by suitable judicial process. The 
decree of the court is the final adjudication upon the 
question' of right; everything after that dependent 
upon it is merely in execution of it; it is no longer mat¬ 
ter of discretion, but has become imperative and en¬ 
forceable. Tt binds the whole department, the Secre¬ 
tary as well as the Commissioner, for it has settled 
the question of title, so that a demand for the signa¬ 
tures necessary to authenticate the formal instrument 
and evidence of grant may be enforced. It binds the 
Secretary by acting directly upon the Commissioner, 
for it makes the action of the latter final by requiring 
it to conform to the decree.” 

The second case which appellant wishes to call to Your 
Honor's particular attention is the recent case of Knutson 
et at. v. GaUsworthy et al. f S2 App. D. C. 304; 164 F. (2d) 
497, decided by this Court. This was actually an interfer¬ 
ence proceeding under R. S. Sec. 4915. This Court, how¬ 
ever, investigated the question of patentability of the claim 
and stated: 

“We fully realize that the consequences of the rule 
just indicated, when coupled with the doctrine of res 
judicata, may be far-reaching. That doctrine imposes 
finality of decision not only upon issues actually raised 
but upon issues which might have been raised. Fish- 
gold v. Sullivan Drvdock & Repair Corp., 1946, 328 
U. S. 275, 282, 66 S. Ct. 1105, 90 L. Ed. 1230, 167 A. L. 
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R. 110. Thus, it would seem that if any question a$ to 
the issuance of a patent can be raised in a Section 4^15 
proceeding, all questions as to that issuance would be 
foreclosed by the decision, in so far as the parties to 
the proceeding are concerned. We also realize that the 
consequences of res judicata in these circumstances 
may be in conflict with implications in Hoover Co^ v. 
Coe, supra, that further proceedings in the Patent Of¬ 
fice may occur after judgment in a Section 4915 pro¬ 
ceeding.” 

CONFLICT OF PUBLIC POLICIES. 

The District Court appreciated that there were two pub¬ 
lic policies which were in conflict with each other in the in¬ 
stant situation. The first was the policy that litigation| be 
ended and that the rights of a litigant once adjudicated 
should be respected. The second was the policy against 
issuing invalid patents. First of all, it is submitted that 
the Court did not give adequate weight to the public policy 
which favors the end to litigation. It is submitted that 
this is a policy of first magnitude. It has been historically 
recognized again and again. For example, in the casej of 
Robbins v. Chicago City, 71 U. S. 657, the Supreme Court 
stated, page 672: 

“Conclusive effect of judgments respecting the saine 
cause of action and between the same parties rests 
upon the just and expedient axiom, that it is for the 
interest of the community that a limit should be op¬ 
posed to the continuance of litigation, and that the 
same cause of action should not be brought twice tj) a 
final determination.” 

In the case of Love joy v. Murray, 70 U. S. 1, the Suprefne 
Court quoted with approval from Greenleaf on Evidence, 
as follows: 

“Justice requires—that every cause be once fairly 
and impartially tried; but the public tranquillity Re¬ 
mands that, having been once so tried, all litigationj of 
that question, and between the same parties, should be 
closed forever.” 
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The District Court apparently felt that the public policy 
against the issuance of what the Commissioner now be¬ 
lieves to be invalid claims was dominant and should over¬ 
ride that well established doctrine of public policy which 
requires an end to litigation. Obviously, the merits of the 
Commissioner's new ground for rejecting the claims of 
the Curley et al. application are not here for consideration 
but this fact is submitted to be extremely pertinent. Every 
case in which the Commissioner of Patents has been re¬ 
versed by an appellate tribunal represents an instance in 
which the Commissioner of Patents was wrong in his con¬ 
clusion that no invention was represented by the appli¬ 
cant's claims. In the application of Curley et al., here in¬ 
volved the Commissioner has already shown himself to be 
wrong in one expression of his belief that the claims are 
unpatentable. The Court of Customs and Patent Appeals 
has so decided. There is no presumption here existing 
that the Commissioner of Patents is necessarily right on 
his second guess in this case. It certainly cannot be stated 
as a matter of law that an invalid patent will issue in the 
instant case. 

Therefore this is not a case where there has been a final 
adjudication that the claims on appeal are unpatentable. 
It is merely a case where the -Commissioner, previously 
ruled to have been wrong, again wishes to be heard on the 
question of whether or not the claims are patentable over 
the prior art. Fundamnitally, this is what every litigemt 
wants who does not like to be bound by a prior adjudication. 

The question must also be considered whether the public 
policy against issuing a patent, the validity of which might 
be questionable, is a matter of sufficient public importance 
to override the well established and clearly recognized 
policy against repeated litigation. 

It is without question against public policy to issue a 
patent as to which there has been an established and recog¬ 
nized ground which would render it invalid in toto. It is 
likewise well recognized that the Courts are diligent in pro- 
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tecting the public against invalid patents. Scliribcr-Schrotfo 
Co. v. Cleveland Trust Co. et al., 305 U. S. 47. As stated 
by the Court in Aero Spark Plug Co. v. B. G. Corporation, 
130 F. (2d) 290, page 294, and as repeated in part by this 
Court in the case of Gebhard et al. v. General Motors Sal^s 
Corporation et al., 77 App. D. C. 331; 135 F. (2d) 248, pag|e 
249: 


“An invalid patent, masquerading as a valid one 
a public menace, and should be fair game.” 


is 


This interest in protecting the public against invalid pa 
ents has been extended so far in some Circuits as to allo^ 
a defendant to introduce unpleaded patents to show in¬ 
validity for want of invention. Oswell v. Bloomfield et al., 
113 F. (2d) 377 (C. C. A. 7). 

It certainly must be recognized that the public interest 
demands a greater degree of diligence in properly adjudi¬ 
cating a patent which has already issued and is in litiga¬ 
tion than in determining merely whether a patent is to be 
issued. 

An issued patent can be declared invalid in any suit ofi 
that patent and the presumption of validity which attaches 
to an issued patent has recently been treated as very light. 
In fact, it has been considered almost to have vanished 
where a new reference considered more pertinent than anjv 
previously cited is relied upon. See Aero Spark Plug Cq. 
v. B. G. Corporation, 130 F. (2d) 290, page 294. As statejd 
by this Court in Gebhard v. General Motors Sales Corporc 
fion, 77 App. D. C. 331; 135 F. (2d) 249: 

“The references, none of which was cited in the Pa 
ent Office, overcome the presumption in favor of th 
validity of the issued patent.” 

On the question of public interest, this Court furth4 
stated in said case: 

“When the invalidity of a patent has been urged 
and clearly established in an infringement suit, the 




public interest is better served by a decision that the 
patent is invalid than by a decision that if it were 
valid it would not be infringed.’’ 

On the other hand an adjudicated patent which has been 
held valid is very highly regarded by the courts, even in 
these times. Goodyear Tire <£ Rubber Co. Inc. et al. v. Ray- 
O-l't/c Company . 321 U. S. 275. 

Therefore there is less reason to allow the Commissioner 
of Patents to re-try the question of the patentability of 
claims in a pending application than there is to allow a 
private litigant a new trial after a patent has been held 
valid and infringed. Certainly under all the authorities if 
the present controversy represented a suit between private 
litigants and the patent had been sustained, as w^ere the 
application claims by the Court of Customs and Patent Ap¬ 
peals, and judgment entered, the defendant would not be 
granted a new trial on a showing that he had discovered an 
additional reference which was available to him at all times 
if he had diligently searched for it, on the plea that in his 
opinion it would invalidate the claims. Bassick Mfg. Co. 
v. Adams Grease Gun Corp., 54 F. (2d) 285. Moneyweight 
Scale Co. v. Toledo Computing Scale Co., 199 Fed. 905 and 
cases cited, page 906, including In re Potts, 166 U. S. 263. 

The Potts case. 166 U. S. 263 is particularly pertinent. 
In that case the Supreme Court reviewed the action of the 
circuit court in dealing with a case of the following facts. 
The circuit court in a patent infringement suit had held the 
patent invalid. The Supreme Court reversed the decision 
and remanded the cause to the circuit court for further pro¬ 
ceedings in conformity with its opinion. The circuit court 
set aside its former decree and referred the cause to a 
master to take an account of profits. Before any action of 
the Circuit Court upon the master’s report, defendants 
filed a petition for rehearing on newly discovered evidence. 
Plaintiff objected that the court was without authority to 
consider the new evidence but the court granted the peti¬ 
tion for rehearing and after a hearing upon the new evi- 
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dence held the patent void for want of invention in vtiew 
of the new evidence. 

The question directly before the Supreme Court was jthe 
authority of the circuit court to grant the motion for 1 re¬ 
hearing and consider the new evidence. The Supreme 
Court held that the circuit court was without authority to 
grant the petition for rehearing and that its action wais a 

“disobedience of the command thereof that further pro¬ 
ceedings be had in conformity with the opinion of this 
court.” 

It is submitted as a further development of this proposi¬ 
tion that by analogy the Commissioner of Patents is with¬ 
out authority to reinvestigate the patentability of the claijms 
in view of the statutory provision of R. S. Sec. 4914 t|iat 
the decision of the Court of Customs and Patent Appejals 

“shall govern the further proceedings in the case.” 

THE COMMISSIONER’S FAILURE TO ASK THAT T^E 

CASE BE REMANDED CREATES AN ESTOPPEL. 

i 

As a further development of this matter, even if (he 
broad proposition above asserted is untenable, it is sub¬ 
mitted that the Commissioner of Patents is estopped j to 
reopen the prosecution of the Curley et al. application be¬ 
cause of his failure to take prompt action in seeking juris¬ 
diction of the application. In this connection it is to )be 
noted that one of the grounds (a) upon which the Commis¬ 
sioner now seeks to deny the patentability of Claims 3 and 
4 of the Curley et al. application is that they are 

I 

“unpatentable over the references cited in the Exaijn- 
iner’s Statement (Paper No. 7) in view of the known 
state of the art as described in ‘The Electrical Engi¬ 
neer’s Handbook’, etc.” 

’ j 

In elaboration of this the Commissioner in reopening tliie 
prosecution proposes to reject the claims as follows: j 

“It was held by the Board of Appeals and by the 
United States Court of Customs and Patent Appeals 
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that there would be no invention in placing a switch, 
such as 11 of Burgess of record, into any convenient 
space in the structure shown by Schmidt, of record. 
Schmidt shows a convenient place inside faning 31, 
while Burgess shows an operating rod extending from 
the switch located interiorly of the fan structure to an 
outside position where an operator could control same. 
Since the Schmidt motor has ‘open’ ventilation (cool¬ 
ing air from the outside passing through the motor 
and then out), this combination of references alone, 
in the opinion of the court ‘would not prevent sparks— 
from coming into contact with the atmosphere of a 
gaseous mine’ (page 9 of court majority decision). 
However, the court refused to pass on the patentabil¬ 
ity of these claims when the references above men¬ 
tioned were considered in connection with the quota¬ 
tion from the said ‘Electrical Engineer’s Handbook’ 
(sec. 1(>, pg. 28) quoted on page seven of the court ma¬ 
jority decision. Said quotation (lines 12 to 17, inclu¬ 
sive, first quoted paragraph) states that—‘in gaseous 
mines, all motors and controls must be fully en¬ 
closed—\ The reason for refusing to pass on this 
question was that the ‘jurisdiction of this court is con¬ 
fined to the grounds of rejection—of the Patent Of¬ 
fice' (page nine of majority decision). Hence it is 
clear that the majority would have sustained a rejec¬ 
tion. based on the cited references and the quotation 
from the ‘Engineer's Handbook’, had such rejection 
been an issue before the said court.” (Appellant’s 
App. 12.) 

This proposed rejection is, of course, based upon two 
patents which were of record and upon -which the appeal 
to the Court of Customs and Patent Appeals was based, 
plus the Electrical Engineer's Handbook which was dis¬ 
cussed by counsel for the Commissioner before the Court 
of Customs and Patent Appeals, and mentioned in its de¬ 
cision. (15S F. (2d) 300, 303.) 

Therefore, this proposed rejection is based upon the 
combination of three different disclosures, every one of 
which was known to the Commissioner of Patents at the 
time of the argument of the case before the Court of Cus- 


ft 
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toms and Patent Appeals. If the Commissioner of Patents 
then thought that these three prior art references should 
have been combined as a basis for denying the claims he 
should have proceeded as suggested in the case of In re 
Robertshaic, 75 F. (2d) 203, or In re Tourtellott, 115 F. (2d) 
344, and ask the Court of Customs and Patent Appeals to 
restore jurisdiction of the case to the Patent Office, to t1\e 
end that the Patent Office might make such a rejection. Ob¬ 
viously, this rejection is not based upon any prior art ref¬ 
erence which was discovered after the decision of the Couift 
of Customs and Patent Appeals. It is prior art, all of 
which was known to the Commissioner before any decision 
and judgment were rendered. If the Patent Office ever 
was going to reject the claims on this ground, certain^ 
the proper procedure was for the Commissioner to hav^ 
requested the Court of Customs and Patent Appeals tjo 
remand the case to it so that it could so reject the claims^. 
It had the authority and a positive obligation to do it ojr 
to accept the decision of the Court of Customs and Paten|t 
Appeals. Clearly, once the Patent Office had such restore^ 
jurisdiction it could have made the rejection in question as 
well as any other rejection including one on other or newljr 
discovered art. 

The Commissioner obviously elected to allow the Court 
of Customs and Patent Appeals to proceed to decision on 
the issues which were before it, and having received ai 
adverse ruling as to Claims 3 and 4 the Commissioner cerb 
tainly should be bound by such decision and judgment 
Cuno Engineering Corp. v. Hudson Auto Supply Co., 49 F|. 
(2d) 654. 

CONCLUSION. 


For all the reasons above set forth it is respectfully subb 
mitted that the judgment of the District Court should be 
reversed. 

Respectfully submitted, 

Harker H. Hittson, 
Attorney for Appellant. 
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IN THE 


United States Court of Appeals 

District of Columbia. 


Appeal No. 9941. 


THE JEFFREY MANUFACTURING COMPANY, 

Appellant , 


LAWRENCE C. KINGSLAND, Commissioner of Patents, 

Appellee. 


Appeal from a Judgment of the District Court of the United 
States for the District of Columbia. 


APPENDIX FOR APPELLANT. 
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1 Filed Mar 27 1947 

In the District Court of the United States 
for the District of Columbia 

Civil Action No. 1321-47 

The Jeffrey Manufacturing Company, Columbus, Ohio, 

Plaintiff, 

v. 

Casper W. Ooms, Commissioner of Patents, 

Defendant. 

Motion or Complaint. 

Relief Desired—Order, in the Nature of a Writ of Manda¬ 
mus, on the Commissioner of Patents Requiring Him 
to Issue Letters Patent. 

To The District Court of the United States 
for the District of Columbia: 

Plaintiff states as follows: 

1. This is an action or motion, in the nature of a request 
for writ of mandamus, requesting that Your Honor order 
and command defendant to issue Letters Patent to plain¬ 
tiff, based upon a pending application for Letters Patent. 

2. Plaintiff is the owner of the entire right, title and in¬ 
terest in and to an invention for which formal application 
for Letters Patent of the LTnited States was filed on July 
24, 1942, in the names of Morton B. Curley and James Kil- 
bourne, under the authority of the then existing laws of 
the United States, for an invention in an Improvement In 
A Ventilator, which application was duly given Serial No. 
452.152. Said application has, since its filing, been prose¬ 
cuted under the authority of the laws of the United States 

and the rules of the United States Patent Office. 

2 3. Defendant, by a decision of March 28, 1945 of 
the Board of Appeals of the Patent Office, rejected 

and refused to allow any of the claims of said application. 
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4. Plaintiff appealed to the United States Court of Cus¬ 
toms and Patent Appeals from the rejection of the claims 
of said application by said Board of Appeals, and sjaid 
United States Court of Customs and Patent Appeals in' an 
opinion dated December 9, 1946 (reported at 158 F. (fed) 
300) reversed the decision of defendant as to Claims 3 find 
4 of said application and on said December 9, 1946 entered 
judgment against defendant and in favor of plaintiff as to 
said Claims 3 and 4 of said application. 

5. Plaintiff thereafter cancelled all the claims of said ap¬ 
plication, except said Claims 3 and 4, as to which said de¬ 
cision of defendant was reversed. 

6. Thereafter, by official action dated January 31, 1947, 
defendant reopened the prosecution of said application, 
cited an additional prior art patent, and set forth njew 
grounds for rejecting said Claims 3 and 4 as unpatentable 
over the prior art. Thereafter on, to-wit: March 1, 19k?, 
plaintiff petitioned defendant to withdraw the rejection 1 of 
said Claims 3 and 4 and to issue said Letters Patent in ac¬ 
cordance with the aforesaid judgment of said United Stages 
Court of Customs and Patent Appeals and denied that de¬ 
fendant had any discretion in the matter, but \sjas 

3 bound by said judgment and order of said United 
States Court of Customs and Patent Appeals to isshe 
said Letters Patent to plaintiff and was totally withdut 
authority to reinvestigate the question of patentability of 
said claims 3 and 4 over the prior art. 

7. That defendant on March 20, 1947 denied plaintiff’s 
petition. 

8. Plaintiff claims that following entry of the judgment 
and order of the United States Court of Customs and Pat¬ 
ent Appeals, holding that Claims 3 and 4 of said applica¬ 
tion were patentable over the prior art, defendant wks 
without authority to reinvestigate the patentability of said 
claims over the prior art, whether said prior art was the 
same as that previously cited by defendant and considered 
by said United States Court of Customs and Patent Ap- 
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peals, or whether it was additional prior art, or whether 
defendant's proposed new ground for rejecting said claims 
was the same as or different from that upon which the de¬ 
cision of the United States Court of Customs and Patent 
Appeals depended, since in any such case it only involved 
new evidence on the issue of patentability of the claims 
over the prior art, as to which issue the judgment of said 
United States Court of Customs and Patent Appeals was 
final and controlling, leaving only to defendant the minis¬ 
terial act of issuing said Letters Patent to plaintiff. 
4 9. WHEREFORE, plaintiff prays that the Honor¬ 

able Court decree and order defendant, Casper W. 
Ooms, Comriiissioner of Patents, to withdraw’ the rejection 
of said application and said claims and to issue said patent 
to plaintiff in accordance v’ith the judgment and order of 
said United States Court of Customs and Patent Appeals. 


Harker H. Hittson, 

Attorney for Plaintiff. 

c/o The Jeffrey Manufac¬ 
turing Company, 

Columbus 16, Ohio. 

E nwix B. Gary, 

Of Counsel. 

Munsey Building, 

Washington 4, D. C. 

• «•••••••• 


S Filed Apr 13 1947 

Answer to Complaint. 

To the Honorable the Justices of the District Court of the 
United States for the District of Columbia. 

1, 2, 3. Defendant admits the allegations of paragraphs 
1, 2, and 3 of the complaint. 

4. He admits that the plaintiff appealed to the United 
States Court of Customs and Patent Appeals and that the 
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said Court reversed the decision of the Board of Appeals 
as to claims 3 and 4 of the application involved. He denifes 
that the said Court entered judgment against the defep- 
dant. He states that the proceeding in the Court of Cus¬ 
toms and Patent Appeals was technically an ex parte ap¬ 
peal from the decision of the Board of Appeals of the 
Patent Office, although the Commissioner of Patents 
9 is represented before the Court in cases of this 
acter. 

5, 6, 7. He admits the allegations of paragraphs 5, 6, arid 
7 of the complaint. 

8. He admits that the plaintiff makes the contention 
forth in paragraph 8 of the complaint. He denies that tlje 
said contention is correct. He states that while the de¬ 
cision of the Court of Customs and Patent Appeals w^s 
binding on him so far as the grounds of rejection consid¬ 
ered by the Court are concerned, it is not binding as to apv 
other ground of rejection. 

W. W. Cochran, 

Solicitor, United States Patent Office, 
Attorney for Defendant . 

E. L. Reynolds, 

Of Counsel. 

April 17,1947. 

I hereby certify that a copy of this Answer vras mailed 
today, April 17th, 1947, to Mr. Edwin B. Gary, Munsev 
Bldg., Washington, D. C., attorney for the plaintiff. 

W. W. Cochran, 

Solicitor. 

19 Filed Jun 2 1948 

Judgment. 

This action came on to be heard at this term and there¬ 
upon, upon consideration thereof, it is this 28 day of May, 
1948. 
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ADJUDGED that the complaint in this case be, and the 
same hereby is dismissed with costs against the plaintiff. 

Alexander Holtzoff, 

Justice. 


Approved as to form: 

Edwin B. Gary, 

Attorney for Plaintiff. 

11 Filed Jun 2 1948 

Findings of Fact. 

1. In this action the plaintiff, The Jeffery Manufacturing 
Company, as assignee of the patent application of Morton 
B. Curley and James Kilbourne, Serial No. 452,152, seeks 
an order directing the defendant Lawrence C. Kingsland, 
Commissioner of Patents, to withdraw the rejection of 
claims 3 and 4 of the said application and to issue a patent 
on the application, containing those claims. 

2. Claims 1 to 4, inclusive, of plaintiff’s application were 
finally rejected by the primary examiner on December 13, 
1943 on the ground of lack of invention over the prior art 
as represented by two cited patents, and this rejection was 
affirmed by the Board of Appeals in a decision dated March 

2S, 1945. 

12 3.i Plaintiff appealed from the decision of the 
Board of Appeals to the United States Court of Cus¬ 
toms and Patent Appeals and that court, in a decision ren¬ 
dered December 9, 1946, affirmed the decision of the Board 
of Appeals as to claims 1 and 2, but reversed it as to claims 
3 and 4, holding the latter two claims patentable over the 
prior art as represented by the patents relied on by the 
Patent Office tribunals. The court, in its opinion, stated 
that its jurisdiction was confined to the grounds of rejec¬ 
tion applied by the tribunals of the Patent Office and to the 
points set forth in appellant’s reasons of appeal. 
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4. On January 16, 1947 the United States Court of Cus| 
toms and Patent Appeals issued a mandate stating that the 
decision of the Board of Appeals was affirmed as to clairn^ 

1 and 2 of the application and reversed as to claims 3 and 4| 

5. On January 31, 1947, the primary examiner, after obi 
taining the permission of the Commissioner, reopened the 
prosecution of the application and rejected claims 3 and 4 
on new references which had not previously been relied on 
by him in the rejection of those claims. 

6. A petition to the Commissioner, by the applicants, 
seeking to set aside the new rejection was denied by the! 
Commissioner on March 20, 1947. 

Conclusions of Law. 

1. The jurisdiction of the United States Court of 
13 Customs and Patent Appeals, on appeals from the 
Patent Office in ex parte cases, is limited to the 
grounds of rejection relied on by the Patent Office tribunals] 
and to the points set forth in the appellant’s reasons of 
appeal. 

2. A reversal by the United States Court of Customs and 
Patent Appeals of all grounds of rejection which are before i 
the court on appeal, does not have the effect of a mandate! 
to the Commissioner of Patents directing the issuance of a 
patent. 

3. If, after a decision by the United States Court of 
Customs and Patent Appeals, reversing the action of the 
Patent Office in rejecting an applicant’s claims on certain 
prior art, new references are discovered which, in the opin¬ 
ion of the Patent Office, render those claims unpatentable, 
notwithstanding the decision of the court, the claims may 
properly be rejected by the Patent Office on such new ref- j 
erences. 

4. The doctrine of res judicata does not preclude the re¬ 
jection of claims by the Patent Office under the circum¬ 
stances set forth in conclusion of law No. 3, supra. 
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5. The plaintiff in this case is not entitled to an order 
directing the withdrawal of the rejection of claims 3 and 4 
of application Xo. 452,152, nor directing the issuance of a 
patent containing those claims. 

6. The complaint in this case should be dismissed. 

Alexander Holtzoff, 

Justice. 

• ••••••it# 

14 Filed Jun 2 1948 

Opinion. 

Action against the Commissioner of Patents for relief in 
the nature of mandamus to direct the issuance of letters 
patent. Judgment for the defendant. 


Harker H. Hittson, Esq., of Columbus, Ohio, for plaintiff. 
E. L. Reynolds, Esq., of Washington, D. C., for defen¬ 
dant. 


This case involves the question whether, after the Court 
of Customs and Patent Appeals reverses a ruling of the 
Commissioner of Patents denying an application for a pat¬ 
ent and remands the proceedings to the Commissioner, the 
Patent Office may nevertheless deny the application on the 
basis of additional references to the prior art, which the 
examiner had not previously cited. 

15 The plaintiff in this action filed an application for 
a patent on July 24, 1942, Serial No. 452,152. The 
subject matter of the application was a ventilator for use 
in underground mines. The application was rejected by the 
Patent Office and an appeal was taken by the applicant to 
the Court of Customs and Patent Appeals. The Court of 
Customs and Patent Appeals held that two of the claims 
were patentable over references of record, Application of 
Curley, 158 F. (2d) 300. The Court accordingly reversed 










the action of the Patent Office as to these two claims and Re¬ 
manded the proceeding to the Commissioner for further 
action. The Patent Office, nevertheless, after this remanld, 
again denied the application on the basis of additional ref¬ 
erences to the prior art, which the examiner had not pre¬ 
viously cited, but which had apparently discovered subse¬ 
quently to the decision of the Court of Customs and Patent 
Appeals. 

This action was thereupon brought by the applicant for 
relief in the nature of mandamus against the Commissioner 
of Patents to require the Commissioner to issue a patent j:o 
the applicant. It is the contention of the plaintiff that tljie 
determination by the Court of Customs and Patent Appeals 
is res judicata as to the right of the plaintiff to letters par¬ 
ent and that the Commissioner of Patents may not reopen 
the proceeding and reject the application on the basis <j>f 
additional references to the prior art. 

It is clear that if the general doctrine of res judicata weife 
applicable to this proceeding, the plaintiff’s contention 
would be sound. Under the usual application of the rule 
of res judicata a judgment bars subsequent consideR- 
16 ation not only of those issues which were decided by 
a court of competent jurisdiction but also of those 
matters which could have been raised and decided in the 
prior action. The problems presented, therefore, is whethelr 
an exception to the general doctrine of res judicata exists 
in respect to the proceedings of the nature here involved- 

So far as the Court is aware, this precise point does no|t 
appear to have been determined in any court decisioi}. 
Counsel have been unable to find any. In Hoover Co. 
Coe, 325 U. S. 77, 88, 89, however, Mr. Justice Robert^, 
speaking for a unanimous court, makes certain observa¬ 
tions which are pertinent to the question under considerat¬ 
ion here. With apparent aproval, he quotes from a briej: 
filed by the Commisioner of Patents the following remark^ 
concerning suits under Revised Statutes, Sec. 4915: 
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“ ... in rare instances where, after termination of the suit, 
a new reference is discovered which shows lack of patenta¬ 
bility of the claim for a reason not considered by the court, 
this Office considers itself under a duty to reject the claims 
on the discovered ground, and to refuse a patent on those 
claims unless the applicant can overcome the new ground of 
rejection.'* 

This quotation from the statement of the Commissioner of 
Patents is followed by the following observation made by 
Mr. Justice Roberts: 

** ... Where an applicant has succeeded in a bill filed under 
R. S. 4915, the courts have not questioned the power of the 
Patent Office subsequently to disallow the claims for want 
of invention over a newly discovered reference to the prior 
art." 

In Radtke Patents Corporation v. Coe, 74 App. D. C. 251, 
the facts were as follows. An application for a pat- 
17 ent was filed in the Patent Office. The final ruling of 
the Patent Office was followed by a suit in this Court 
under Sec. 4915 of the Revised Statutes. This Court ren¬ 
dered judgment awarding priority to the plaintiff’s as¬ 
signor and authorizing the issuance of letters patent. Sub¬ 
sequently, the Patent Office reopened the matter to deter¬ 
mine the patentability of the claims involved in the contro¬ 
versy. It reached the conclusion that the claims were not 
patentable and declined to issue a patent. The question 
presented in the instant case was not discussed but appar¬ 
ently the Court of Appeals assumed that the Patent Office 
had the right to reopen the proceeding involved in the ap¬ 
plication for a patent, in spite of the fact that this Court, in 
a proceeding under Sec. 4915, had previously authorized the 
Commissioner of Patents to issue letters patent to a speci¬ 
fied applicant. 

In the absence of any controlling authority upon the ques¬ 
tion here involved, it seems to this Court that the observa- 
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tions of the Supreme Court in Hoover Co. v. Coe, 325 U. SjL 
77, as well as the course of procedure followed by the United 
States Court of Appeals for the District of Columbia in 
Radtke Patents Corporation v. Coe, 74 App. D. C. 251, 
should be followed by this Court in the instant case. 

The Court realizes that the doctrine of res judicata is no ( t 
merely a rule of law, but also involves a doctrine of publip 
policy. It is in the interest of the public that there be an 
end to litigation. Moreover, it is only fair to litigants that 
once their rights have been adjudicated, the matter should 
not ordinarily be reopened for a consideration of 
18 points that might have been raised in the original 
proceeding. | 

There is another consideration of public policy, however[ 
that is countervailing in this instance. The grant of an apj 
plication for a patent confers a monopoly. It is of interest! 
to the public that no monopoly should be granted in respect 
to matters that otherwise would be in the public domainJ 
If it be the fact that a reference to the prior art established 
the proposition that the device on which a patent is sought 
is in the public domain, it would be detrimental to the publici 
interest to grant a monopoly merely because the examiner in 
the Patent Office w*as dilatory in discovering that reference*! 

In view of the considerations that the Court has just re-j 
viewed, the Court will render a judgment for the defendant 
on the merits. 

Alexander Holtzoff 
Associate Justice. 

May 20, 1948. 
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Paper 19 of Exhibit 1. 

Filed July 24, 1942. 

71 By permission of the Commissioner of Patents 
this ease is reopened for further prosecution after 

decision favorable to applicant as rendered by U. S. Court 
of Customs and Patent Appeals. 

Smellie 2,040,188 May 12, 1936 15/6 

Claims 3 and 4 only remain in this case. 

Claim 3 is rejected as being fully met by and reads on 
Smellie, above identified, as follows: 

In a fan (consider only the fan part of the suction 
cleaner) the combination with a generally cylindrical outer 
housing (3) through which air is to be forced, of a motor 
(14, 16, 17, IS etc) within said housing, means (15) sup¬ 
porting said motor spaced from the inner wall of said 
housing, an impeller (20) driven by said motor and adapted 
to force air along a path between the exterior (14) of said 
motor and the interior of the housing (3), mechanism co¬ 
acting with the frame (14) of said motor to form an en¬ 
closure (note the forward end bell, not referenced but 
shown in Fig. 2 which has a tight seal at the shaft 18, and 
the closure plate, not referenced but shown in Fig. 

72 2 at the right of right bearing 19, to form a complete 
enclosure, thus rendering the motor dustproof and 

flame proof) a motor controlling switch (28, 30, etc of Figs. 
2—3, 50 of Fig. 11) disposed adjacent one end (the right 
end) of said motor within said enclosure, and actuating 
mechanism (39) for said switch extending from outside 
said housing through said air path and into the enclosure 
for said switch, (see Fig. 3), said actuating mechanism 
having means (a knob) for operating said housing thereby 
to control said switch. 

Although the broad description of the switch as “a con¬ 
trolling switch” reads on the reversing switch of Smellie, 










note that an operator could leave the switch at an inter¬ 
mediate position, between the two directions, to stop the 
motor. Thus the Smellie switch has, additionally, the “off” 
and “on” function of applicant’s switch, as well as the re¬ 
versing feature. 

Claim 4 is also rejected since it similarly reads on Smel¬ 
lie. The forward end bell is closed and is sealed, while 
there is a cover (the small plate to the right of right beat¬ 
ing 19) for the other end of said motor. 

Claims 3 and 4 are further rejected as being unpatent¬ 
able over the references cited in the Examiner’s State¬ 
ment (Paper No. 7) in view of the known state of the art 
as described in “The Electrical Engineer’s Handbook”, 
Vol. IV, by Pender Del Mar, Third Edition Rewril- 
73 ten, published in 1936 by John Wiley and Sons, Inc!., 
New York, N. Y. 

It was held by the Board of Appeals and by the U. Si|>. 
Court of Customs and Patent Appeals that there would be 
no invention in placing a switch, such as 11 of Burgess of 
record, into any convenient space in the structure showji 
by Schmidt, of record. Schmidt shows a convenient space 
inside faning 31, while Burgess shows an operating roji 
extending from the switch located interiorly of the fap 
structure to an outside position where an operator coul«l 
control same. Since the Schmidt motor has “open” venti¬ 
lation, (cooling air from the outside passing through thjs 
motor and then out), this combination of references alone), 
in the opinion of the court “would not prevent sparks^- 
from coming into contact with the atmosphere of a gaseous 
mine” (page 9 of court majority decision). However th< 
court refused to pass on the patentability of these claim^ 
when the references above mentioned w^ere considered in 
connection with the quotation from the said “Electrical 
Engineer’s Handbook (sec. 16, pg. 28) quoted on pagi 
seven of the court majority decision. Said quotation (linei 
12 to 17 inclusive, first quoted paragraph) states that—“i^ 
gaseous mines, all motors and controls must fully enj 
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closed—The reason for refusing to pass of this ques¬ 
tion was that the “jurisdiction of this court is confined to 
the grounds of rejection—of the Patent Office” (page nine 
of majority decision). Hence it is clear that the majority 
would have sustained a rejection, based on the cited refer¬ 
ences and the quotation from the “Engineer’s Hand¬ 
book”, had such rejection been an issue before the 
74 said court. 

R. B. Benson 
Examiner 

H. B. L. 
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GUmteb States Court of Appeals 

DISTRICT OF COLUMBIA 


APPEAL NO. 9941 


The Jeffrey Manufacturing Company, appellant 

v. \ 

Lawrence C. Kingsland, Commissioner of Patents, 

appellee 


APPEAL FROM THE JUDCME\T OF THE DISTRICT COURT OF THE j 
UNITED STATES FOR THE DISTRICT OF COLUMBIA 


BRIEF FOR THE COMMISSIONER OF PATENTS 


INTRODUCTION 

This is an appeal from the judgment of the United 
States District Court for the District of Columbia 
(5, 6) 1 dismissing the complaint in an action in which 
the appellant sought an injunction directing the Com¬ 
missioner of Patents to withdraw a rejection of the 
claims of appellant's application for patent and to 
issue a patent on the application. 

All claims of the application in question were origi¬ 
nally rejected by the primary examiner as unpatent- j 

1 The numbers in parentheses refer to pages of appellant’s 
appendix. 


(i) 
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able over certain prior art, and this rejection was 
affirmed by the Board of Appeals. The appellant ap¬ 
pealed to the United States Court of Customs and 
Patent Appeals and that court reversed the rejection 
as to two of the claims. Upon the return of the case 
to the Patent Office the claims whose rejection had 
been affirmed by the court were cancelled. The ex¬ 
aminer thereupon rejected the remaining claims on 
a new reference and also on the basis of certain art 
which, while physically before the court, had not been 
considered on its merits because of the limited juris¬ 
diction of the court. The appellant then filed the 
present action, seeking to have this rejection set aside. 

SUMMARY OF ARGUMENT 

1. If the present rejection is improper, the appel¬ 
lant has an adequate remedy under R. S. 4914 or R. S. 
4915, and the extraordinary remedy of injunction 
should, therefore, be denied. 

2. A proceeding under R. S. 4914 is not a trial de 
novo, but is a technical appeal, limited to matters 
actually decided in the Patent Office to the appeal. 

3. A decision under R. S. 4914 or R. S. 4915 does 
not preclude a rejection on new’ grounds after the 
case is i*eturned to the Patent Office. 

4. The Commissioner of Patents could not properly 
have requested the return of appellant’s application 
prior to the decision of the Court of Customs and 
Patent Appeals. 

5. A holding of res judicata in this case would be 
contrary to the public interest. 







3 


ARGUMENT 

I 

It is elementary that mandamus or mandatory in¬ 
junction will not lie if there is an adequate remedy 
by appeal (U. S. ex ret. Searl v. Robertson, Com¬ 
missioner of Patents, 57 App. D. C. 179, 18 F. 2d 829; 
Ex parte Wagner, 249 U. S. 465; U. S. ex rel. Dunkley 
v. Ewing, Commissioner of Patents, 42 App. D. C. 176; 
Moore, Commissioner of Patents v. U . S. ex rel. Choti, 
40 App. D. C. 591; Moore v. U. S. ex rel. Lindmark, 
33 App. D. C. 597; U. S. ex rel. Newcomb v. Moore, 
Commissioner of Patents, 30 App. D. C. 464). In 
the present case, if the rejection by the primary ex¬ 
aminer was improper, the appellant has an adequate 
remedy by appeal to the Board of Appeals of th^ 
Patent Office and, if necessary, a further appeal un T 
der R. S. 4914 or a bill in equity under R. S. 4915. 
In such a proceeding the questions as to whether th^ 
examiner had authority to make the rejection and 
whether, if he did, the rejection was proper, may b^ 
completely reviewed. Under these circumstances iti 
is submitted that piece meal review by an action such 
as the present one is not proper. 

In view of the nature of the arguments advanced 
by the appellant it is advisable to call attention to thei 
very limited nature of the jurisdiction of the Court 
of Customs and Patent Appeals in considering appeals 
from the Patent Office. R. S. 4914 expressly pro¬ 
vides that the revision of the case by that court “shall 
be confined to the points set forth in the reasons of 
appeal,” and the court has repeatedly and consistently 
refused to consider any matter which has not been 
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passed on by the Board of Appeals of the Patent 
Office (In re Curletj ct al., 158 F. 2d 300, 34 C. C. P. A. 
749; In re Tucker ef al., 54 F. 2d 815, 19 C. C. P. A. 
810). It will be seen that in In re Curleij et al, just 
cited, the court expressly refused to pass on the ques¬ 
tion of patentability of the present appellant’s claims 
iii view of the Electrical Examiner’s Handbook, on 
the ground that it had no jurisdiction to do so, even 
though that publication was physically before it. 

It is thus apparent that the grounds of rejection 
now asserted by the primary examiner could not have 
l>een considered by the Court of Customs and Patent 
Appeals in the case as it reached that court and it is 
not clear, therefore, how that issue can be held to have 
been decided, actually or constructively, bv the court. 
Res judicata is limited to matters which were or 
might have been decided in the former case. It is 
true, that if the present rejection had been made at 
the same time as the original one, it might have been 
considered by the court, but it is not thought that the 
failure of the examiner to make the rejection at that 
time can make the matter res judicata or can preclude 
the making of the rejection later. 

As was s<t id by the Court of Customs and Patent 
Apjteals in In re Smith, 17 C. C. P. A. 752: 

In any event, the failure of the primary exam¬ 
iner to cite references is not a jurisdictional 
defect preventing their later use as references 
on appeal. It would be a strange situation 
indeed if the failure of the primary examiner 
to cite a reference which would bar the issue of 
a patent would compel the issue of a patent 
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which would be clearly invalid. No such con- j 
struction of the patent laws is warranted. 

The question as to whether the reversal of the 
Patent Office on appeal as to one ground of rejection 
precludes a later rejection on other grounds after the 
case is returned to the Patent Office is one which has 
frequently been considered by the courts, and it has j 
been uniformly held that such rejection is proper. 

Thus, in Arnold v. Bishop, 1 Fed. Case 1168, Fed¬ 
eral Case 553 which is cited by the appellant on page 
11 of his brief with the statement that “There can be 
no doubt that the above decision controls” the court 
said: 

The words of the act are, that the judge’s 
decision “shall govern the further proceedings 
of the commissioner in such case.” This must 
apply only to so much of the case as is involved 
in the reasons of appeal; and the appeal itself 
can be considered only as an appeal to so much 
of the decision of the commissioner as is affected 
by such reasons. If, therefore, after the 
judge shall have decided in favor of the appli¬ 
cant upon the points involved in his reasons of 
appeal, other sufficient reasons remain for re¬ 
fusing the claim for a patent, untouched by the 
decision of the judge, it would seem that the 
commissioner might properly still reject it. 
[Italics added.] 

In view of the language quoted it is clear that if 
Arnold v. Bishop controls the present case, the de¬ 
cision appealed from was proper. 

Similarly, in In re Tucker et al., 54 F. 2d 814, 19 
C. C. P. A. 810, the court, in refusing to consider a 
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ground of rejection not relied on by the Patent Office 
said: 

It may be suggested that this view of the 
limit of our revising power in patent cases may 
result in the Patent Office allowing claims 
which are obviously invalid inasmuch as the 
Patent Office tribunals appealed from may re¬ 
gard our reversal as tantamount to a mandate 
for the issuance of a patent with the invalid 
claim contained therein. We can not believe 
that this will necessarily be the result of such 
a holding and in this we are supported by a line 
of authorities which w*e think presents almost 
the identical question with which w*e are here 
confronted. 

It is clear that in the quoted passage the court re¬ 
jects the contention of the present appellant that a 
reversal by the Court of a rejection by the Patent 
Office amounts to a mandate to issue a patent. 

The law is well summed up in the following state¬ 
ment in Patent Office Practice, by Archie R. McCrady, 
Second Edition, page 276: 

As developed in sections 275, 277 every re¬ 
versal by the Court amounts to a remand, and 
in this way the citation of new art by the Office 
is always possible. 

A similar view was expressed by this Court in 
Moore v. U. S. ex rel . Chott, 40 App. D. C. 591, as 
follows: 

The examination here required may or may 
not lead to an appeal to the Board of Exam- 
iners-in-Chief, but whether it does or not, in 
order to determine that a patent should issue, 
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when it ultimately comes back to the Commis¬ 
sioner after the examination ordered under thp 
statement has been made, he may, upon in¬ 
spection and review of the examination made 
pursuant to his order, find that the alleged inp 
vention is neither novel nor meritorious. In 
such a case he would not be bound to violate 
his official obligation. There is nothing in th^ 
law to prevent him from exercising this superp 
vision. 


An ex parte appeal to the Court of Customs and 
Patent Appeals is not, as the appellant seems t<|> 
argue, a suit against the Commissioner, but is merely 
an ex parte appeal to “a court which is made part 
of the machinery of the Patent Office for administrap 
tive purposes” (Postum Cereal Co. v. California Fig 
Nut Co., 272 U. S. 693). The Commissioner is not 
technically a party to the appeal, and has no oppoii 
tunity to present evidence to the court, nor to adp 
vance any ground of rejection other than those relied 
on by the examiner and the Board of Appeals. It 
is evident that this is not a court action in the ordi[ 
nary sense of the term and that the usual rules a^ 
to res judicata cannot apply against the Commissioner^ 
An action under R. S. 4915 differs from an appea 
under R. S. 4914 in that the Patent Office may intro 
duce new grounds of rejection after the action i^ 
begun. Nevertheless, in the case of The Hoover Co. v. 
Coe, 325 U. S. 79, the Supreme Court of the Unitec. 
States very clearly indicated that it was of the opinion 
that the Patent Office might reject claims on new 
grounds after a reversal of the original grounds by 
the court. Thus, the Supreme Court quotes, with 
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apparent approval, the statement of the Commissioner 
that if. after a suit is terminated favorably to an ap¬ 
plicant, a new reference is discovered the Office “ con¬ 
siders itself under a duty to reject the claims on the 
newly discovered ground/’ The Supreme Court fur¬ 
ther states that “Where an applicant has succeeded in 
a hill filed under R. S. 4915, the courts have not ques¬ 
tioned the power of the Patent Office subsequently to 
disallow the claims for want of invention over a newlv 

V 

discovered reference to the prior art.” It seems too 
clear for argument that the Supreme Court would not 
have allowed this statement of the Commissioner and 
this practice of the courts to pass unchallenged if it 
had considered them incorrect. Moreover, by its ac¬ 
tion in holding that an action under R. S. 4915 should 
be tried even where it affirmatively appeared that a 
further rejection of the claims involved might later be 
necessary, the Supreme Court inferentially approved 
such a rejection. 

The decision of this Court in Iyiternational Stand¬ 
ard Electric Corp. v. Ooms, 81 U. S. App. D. C. 215, 
157 F. 2d 73, also appears to be in point here. In that 
case, the Patent Office had held the disclosure of an 
application to be insufficient solely because it could 
not be understood by a worker in the calculating ma¬ 
chine art. The Court held that the test should be 
whether or not it could be understood by a worker in 
the automatic telephone art. Since the sole ground of 
rejection relied on by the Patent Office was thus held 
to be untenable, the consideration of any further 
ground of rejection should, if the present appellant’s 
position is somid, have been precluded by res judicata. 
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However, this Court returned the case to the Patent 
Office for the express purpose of considering whether 
a new ground of rejection existed, namely, whether 
the disclosure could be understood by an automatic- 
telephone worker. 

A further express holding that new grounds of re¬ 
jection may be considered by the Patent Office after a 
decision favorable to an applicant in an action uncier 
R. S. 4915 is found in the decision of the Court of 
Appeals, Seventh Circuit in Philadelphia Storage 
Battery Co . v. Zenith Radio Corp 117 F. 2d 642, 
48 USPQ 228. In that case, the court said: 

We do not understand that section 4915 of the 
Revised Statutes contemplates that the court 
shall direct the commissioner to issue a patent. 
This must be true because there are other mat¬ 
ters which the department must decide favor¬ 
ably to Jackets assignee before a patent can 
issue to it. The statute which authorizes the 
issuance of patents must be complied with in 
every respect and we have no power under Sec¬ 
tion 4915 to restrict those requirements. 

Clearly, if new grounds of rejection may be em¬ 
ployed after a decision under R. S. 4915, where the 
Commissioner is a formal party and may rely on 
grounds of rejection not previously considered, th^n 
such new grounds may be used after a decision <^n 
appeal under R. S. 4914. 

None of the decisions relied on by the appellant 
involves a case in which res judicata was held to appjy 
against the Patent Office on any matter not expressly 
adjudicated; nor is there a clear statement, even as 
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dictum in any of these decisions that such an applica¬ 
tion of the doctrine would be proper. The binding 
effect of adjudication, referred to in these decisions, 
relates only to the matters actually passed on by the 
court. 

In Whiteley v. McCormick, 1876 C. D. 228, the ques¬ 
tion involved was the application of res judicata, not 
against the Patent Office but against a party to an 
interference proceeding. 

The case of Hill v. Wooster, 132 U. S. 693, did not 
involve any question of the use of a new ground of 
rejection by the Patent Office and the dictum quoted 
on page 12 of appellant's brief merely paraphrases 
the language of R. S. 4915 to the effect that the 
court's decision shall authorize the Commissioner to 
issue a patent. Nothing is said to indicate that the 
court's decision is mandatory in its nature, so far as 
the issuance of a patent is concerned. 

Buttericorth v. Hoe, 112 U. S. 50, involved the 
question as to the right of the Secretary of the In¬ 
terior to review judicial rulings of the Commissioner. 
No question of a new ground or rejection was in¬ 
volved. The dictum quoted in appellant’s brief re¬ 
lates to the effect of the court’s ruling on the matters 
decided by it. The Commissioner is, of course, bound 
to follow the ruling of the court on the questions before 
it, but he is not bound to regard a holding by the court 
that a claim is patentable over one reference as a 
holding that it is patentable over all others also. 

The decision of this court in Knutson et al. v. 
Gallsworthy et ah, 82 U. S. App. D. C. 304, 164 F. 2d 
497, expressly disclaims any ruling on res judicata. 
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n 

Immediately following the quotation from this de¬ 
cision appearing on pages 14 and 15 of appellant’s 
brief, the Court said: 

But we do not have a question of res judicata 
before us. We go only so far as to say that 
patentability is a proper issue in a proceed¬ 
ing under Section 4915 and, if raised, must be 
decided, even though the Patent Office decision 
from which the case arose was an interference 
proceeding. * * * We are not dealing with 

the problem of prior art references newly dis¬ 
covered after the court’s adjudication, but w^th 
issues present in the case from its inception. | 

That case, therefore, is clearly not in point hebe. 

The appellant’s brief suggests that the Commis¬ 
sioner should have requested the Court of Customs 
and Patent Appeals to remand his original appeal in 
order to make a rejection on new grounds. This, of 
course, can apply only to the rejection based on the 
patents and publication included in the record before 
the court, since there is nothing to indicate that the 
Patent Office was aware of the new reference un^il 
after the court’s decision. 

I 

It is not the practice of the Court of Customs add 
Patent Appeals to grant a request to remand an ap¬ 
pealed case to the Patent Office unless the Office con¬ 
cedes error or indicates a desire to change the con¬ 
clusion previously reached. Thus in In re Robertshaw, 
75 P. 2d 203, 22 C. C. P. A. 939, cited by the appel¬ 
lant the court, in denying a petition for a remand, 
said: 

We do not overlook the fact that the Coni- 
missioner of Patents joined in appellant’s 
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tition in the manner already set forth, but 
neither may we overlook the further fact that 
there is no statement by the Commissioner 
which concedes error of either law or fact, 
or even states any belief that error may have 
been committed. 

Similarly,! in In re Kyrides, 159 F. 2d 1019, 34 
C. C. P. A. 920, the court said: 

The Solicitor * * * points out that the 

board sought unsuccessfully to have the instant 
appeal remanded back to the Patent Office to 
correct this inconsistency. The Patent Office 
did not suggest in its request for remand that 
if the case was remanded a result different from 
that already arrived at would be brought about. 

In the present case the Patent Office was unwilling, 
prior to the decision of the court, to admit that its 
rejection of the claims was in error. Accordingly, 
it could have asked for a remand only to give addi¬ 
tional grounds of rejection, and such remand would 
not have been granted bv the court. 

The priniaiy examiner in this case has held the 
claims of appellant’s application unpatentable. The 
apj>ellant does not here question the soundness of that 
ruling on the merits and, in view of this fact and of 
the presumed correctness of official actions (Hammond 
v. Hull , 76 U. S. App. D. C. 301, 131 F. 2d 23) it 
must be presumed for the purposes of this case, that 
the claims sought are in fact unpatentable. Obviously, 
it is not to the interest of the public that unpatentable 
claims should be allowed. As was said by this Court 
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in Drawbaugh v. Seymour, Commissioner of Patents, 
9 App. D. C. 219; 

The patent should not issue as an experiment 
upon the public, nor to embarrass or infringe 
the use of other inventions having just priority. 
To eveiy application for a patent the public 
is a party in an important sense, more than th&t 
of a mere formal grantor. It is substantially 
interested in preventing people from being 
harassed by the claims of a monopoly, when pi 
fact there may be no just grounds for such 
claims * * *. If, therefore, there may be 

any substantial, reasonable ground within tbe 
knowledge or cognizance of the Commissioner, 
why the patent should not issue, whether the 
specific objection be raised and acted upon by 
the examiners or not, it is his duty to refuse 
the patent; and especially it is so when tHe 
Primary Examiner and the Examiners-in-Chief 
have found such ground for refusal to exist. 1 


It must be conceded that, in the present case, i|f 
the Patent Office had performed its duties properl^, 
the present grounds of rejection would have been ad¬ 
vanced initially and the appellant would have beefi 
saved the burden of meeting successive rejection^. 
This situation, however, will not be remedied by the 
issuance of an invalid patent. 


CONCLUSION 


It is submitted that it was the clear duty of the 
Patent Office in the present case to make the rejecy 
tion which has been made, that appellant has an 
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ample remedy, by appeal if that rejection is im¬ 
proper, and that this court should not, by granting 
the relief sought by the appellant, direct the issuance 
of an invalid patent. 

Respectfully submitted. 

W. W. Cochran, 

Solicitor, United States Patent Office, 

Attorney for Appellee. 

E. L. Reynolds, of Counsel. 

September 1948. 
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United States for the District of Columbia. 


REPLY BRIEF FOR APPELLANT. 


SUMMARY OF REPLY ARGUMENT. 

1. The implied holding of the District Court that the 
remedy here sought is a proper one is clearly correct 
in view of the fact that appellant is not questioning 
the correctness of the Commissioner’s proposed new re¬ 
jection of the claims, but is questioning his right to 
make it. 

2. The Rules of Practice of the Patent Office are bind¬ 
ing on the Commissioner as well as upon an applicant; 
consequently, Rule 65, which requires the Examiner to 
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state fully the reasons for his rejection of claims, pre¬ 
cludes piecemeal action by the Patent Office. 

3. The cases cited by appellee, with quotations from 
some, which attempt to justify the reopening of a mat¬ 
ter which has already been determined by the Court of 
Customs and Patent Appeals, all deal with facts which 
are fundamentally and essentially different. The near 
dictum of Hoover Co. v. Coe , 325 U. S. 79, which is 
strongly relied upon by appellee, apparently was dealing 
with a recognized exception where the new reference was 
truly a new reference and not an old one. 

4. There is no presumption that the proposed rejec¬ 
tion of the claims is correct. As a matter of fact there 
is an irrebutable presumption that the prior adjudication 
of the issue of patentability of the claims is correct. 

5. Res judicata is clearly applicable to decisions of the 
Court of Customs and Patent Appeals on issues which 
were before it on evidence ’which was or could have been 
presented in support of those issues. 

6. The doctrine of res judicata is not to be lightly 
ignored. It is a matter of public policy of prime im¬ 
portance and long recognized. It applies against the 
Government as well as against individuals. 

7. The Commissioner of Patents actually could have 
waited until the opinion of the Court of Customs and 
Patents Appeals was rendered and then prior to the 
actual issuance of judgment ask for reconsideration of 
the case while then pending and reopen the entire prose¬ 
cution. Having failed to do so, he is bound by the judg¬ 
ment which was entered. 
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REPLY ARGUMENT. 


The Remedy Sought Is a Proper One. 

The case of United States ex rel. Newcomb v. Moore , ! 

* | 

Commissioner of Patents, 30 App. D. C. 464, cited in ap¬ 
pellee’s Brief at page 3, and Butterworth v. Hoe, 112 U. S. ! 
50, constitute full authority in support of the implied ! 
holding of the District Court that the remedy here sought I 
is a proper one. An appeal under R. S. 4914 or an ap- ! 
peal under R. S. 4915 would be proper if appellant were 
questioning the correctness of the Commissioner’s pro¬ 
posed new rejection. However, appellant is not ques¬ 
tioning its correctness but the right of the Commissioner 
to make it. I 

The decisions cited by appellee, with quotations from 
some of them, which allegedly support appellee’s posi¬ 
tion, deal with entirely different facts. 

The case of In re Smith, 17 C.C.P~A 752; 4 U.S.P.Q. 
235, represents an entirely different state of facts. How¬ 
ever, there are certain principles enumerated in this de¬ 
cision which clearly support appellant’s position and re¬ 
quire a reversal of the District Court. In the Smith 
case the Examiner had finally rejected certain claims and 
an appeal was taken by the applicant to the Board of 
Appeals. Thereafter, in the Examiner’s Statement, 
which was filed before the Board of Appeals in accord¬ 
ance with the rules of the Patent Office, the Examiner 
cited an additional reference. Under the existing rules 
in the Patent Office the applicant could have requested 
that the case be returned to the Primary Examiner for 
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consideration of this additional reference. He did not 
do so but allowed the Board of Appeals to render its 
decision and to consider the additional reference. The 
language which is quoted from this decision on page 4 
of appellee’s Brief refers to this particular state of facts 
which, of course, is substantially different from the facts 
in the instant case. Furthermore, certain statements of 
the Court of Customs and Patent Appeals in the above 
mentioned decision, together with other decisions and 
rules, fully support appellant’s position. 

The Rules of the Patent Office Are Binding 
on the Commissioner. 

In the Smith case the Court of Customs and Patent 
Appeals pointed out that Rule 65 of the Patent Office re¬ 
quires that “the reasons for the rejection be fully and 
precisely stated” (page 236 in U.S.P.Q. report). In other 
words, the rules of the Patent Office requires the Exam¬ 
iner in his final rejection of a claim to state ‘‘fully” 
the reasons for the rejection. 

As was pointed out in the Smith case the additional 
or new reference which was cited was not available at 
the time the Examiner made his final rejection and con¬ 
sequently it could not possibly have been cited. It was 
available for the first time when the Examiner wrote his 
“Examiner’s Statement”. The rights of appellant were 
fully protected because he was not required to proceed 
with the appeal, but, if he elected, could have had the 
case remanded to the Examiner for reconsideration of 
the newly cited reference. 

In the instant case the additional references, (a patent 
issued in 1936 and a publication published in 1936), 
which were sought to be advanced by the Patent Office 
followed the decisions of the Court of Customs and 


% 
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Patent Appeals, were all available when the final rejec¬ 
tion was first made by the Primary Examiner and thq 
case was before the Board of Appeals. Obviously, theren 
fore, these references were available at all subsequent! 
dates. | 

I 

Rule 65 of the Patent Office requires the Examiner 
to state fully the reasons for his rejecting the claims. 
This Rule has the effect of law and is binding upon the 
Patent Office as well as upon an applicant. As stated 
in the case of Steinmetz v. Allen, 192 U. S. 543, on page 
553: I 

“The rules of the office made pursuant to statu¬ 
tory authority, and not inconsistent with law, have 
all the force and authority of the statute itself, and 
are, so long as they remain unrepealed, as binding | 
upon the office as they are upon applicants. United | 
States v. Eliason, 16 Pet. 291; Gratiot v. United 
States , 4 How t . 80; In re Hirsch, 74 Fed. Rep. 931; i 
Wilkins v. United States (C.C.A.) 96 Fed. Rep. j 
837; James v. Germania Iron Co., 107 Fed. Rep. 597, j 
609; Dist. of Col. v. Roth, 18 App. D. C. 547; Rio 
Grande Irrigation Co. v. Gilder sleeve, 174 U. S. 603.” 

This statement is in line with numerous decisions of this 
Court: Mell v. Midgley, 31 App. D. C. 534; Broadwell 
v. Long, 36 App. D. C. 418; In re Mraz, 36 App. D. C. 435; 
Fish v. Dyson, 55 App. D. C. 209; 4 F. (2d) 175. 

There is no escape from the conclusion therefore that 
the attempt by the Commissioner of Patents now to cite 
additional prior art, after the previous adjudication of 
the matter by the Court of Customs and Patent Appeals, 
is precluded by the binding effect of Rule 65 of the Patent 
Office which requires him to state fully the reasons for 
his rejection of the claims. One exception which would, 
no doubt, allow the citation of a new reference is sug- 






6 


gested in the Smith case, above, which is that should a 
patent issue after the decision of the Court on an ap¬ 
peal, which was not and could not have been cited by 
the Examiner on the first appeal, the case might be re¬ 
opened. This matter is further discussed hereinafter in 
connection with the case of Hoover Company v. Coe, 
325 U. S. 379, which is strongly relied upon by appellee. 

Cases Cited by Appellee Deal with Different Facts. 

The case of Moore v. United States ex rel. Schott, 40 
App. D. C. 591, dealt with the authority of the Commis¬ 
sioner to overrule a decision of an inferior tribunal, the 
Board of Appeals in the Patent Office. The same is true 
of the case of Drau'baugh v. Seymour, Commissioner of 
Patents, 9 App. D. C. 219. The quotation on page 13 of 
appellee's Brief is very misleading, particularly in that it 
omits very vital parts. If the Commissioner’s Brief had 
not omitted the vital parts, represented by three stars, 
it would have been apparent that here again the Court 
was dealing with the authority of the Commissioner to 
overrule the Board of Appeals in the Patent Office. 

Other cases relied upon by the appellee, such as the 
Hoover Company v. Coe, 325 U. S. 79; International 
Standard Electric Corp. v. Ooms, 81 App. D. C. 215; 157 
F. (2d) 73, and Philadelphia Storage Battery Co. v. 
Zenith Radio Corp., 117 F. (2d) 642, all deal with clear 
illustrations of that type of case to which the Court was 
referring in the quotation from Arnold v. Bishop, 1 Fed. 
Case 116S; Federal Case 553, quoted on page 5 of ap¬ 
pellee’s Brief. That is, these were all cases where there 
was a distinctly different issue before the Court in the 
second case, as compared with the first case. 

In Hoover Co. v. Coe, 325 U. S. 79, the issue before 
the Court under the R. S. 4915 suit was whether or not 
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the District Court had jurisdiction to review a refusal 
of the Commissioner of Patents to allow petitioner’s as} 
signor to make a claim in a pending application, 
was taken from an issued patent, where the inevitable re} 
suit of the allowance of the claim w^ould be an interfern 
ence with the patent and thus the District Court couldj 
not order the issuance of the claim to the petitioner with-! 
out such interference proceeding. 

As far as the original question was concerned, which 
was sought to be litigated in the District Court, it was 
simply whether the petitioner’s application would sup¬ 
port the patent claim, and the point was made by the 
Commissioner of Patents that the District Court had 
jurisdiction even though after its adjudication an inter- I 
ference might result, the Commissioner going on to state, 
as an illustration of the broad position taken, that after 
the determination of the question of the petitioner’s right 
to make the claim, if it were favorable to the petitioner, 
the claim might be rejected by the Patent Office, if a new 
patent were found. 

This was an illustration, however, of an entirely dif- | 
ferent issue being before the District Court. The issue | 
before the District Court in the 4915 suit was the right | 
of the petitioner to make a patent claim in his applica- j 
tion. The specific issue of the patentability of the claim 
over the prior art was not directly before the District 
Court in any proceeding involved in that case. Further- | 
more, there is a clear indication that the near dictum of 
this case on which appellee so strongly relies, even under 
the facts of a different issue being before the District 
Court, was referring to a patent which was actually is¬ 
sued after the. suit, and only recently became available as 
a reference under Alexander Milburn Co. v. Davis-Bour- 
nonville Co., 270 U. S. 390. On page 84 of the Hoover 
case the Supreme Court in referring to possible action 
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before the Patent Office after a Court decision mentions 
4 ‘interferences’’ and “late references”. Such latter situ¬ 
ation represents a recognized exception because of the un¬ 
availability of the reference at the time of the first deci¬ 
sion, similar to the situation above discussed in the case 
of In re Smith, 17 C.C.P.A. 752; 4 U.S.P.Q. 235. The “ad¬ 
ditional prior art” references not previously cited in the 
instant case were both published in 1936 (Appellant’s 
App. 12, 13) long prior to all pertinent proceedings in¬ 
volving the Curley, et al. application, Serial No. 452,152, 
which was filed in 1942 (Appellant’s App. 2). 

The case of International Standard Electric Corp. v: 
Ooms , SI App. D. C. 157 F. (2d) 73, does not help the 
situation here. In that case there was no mandate from 
this Court to the District Court, and certainly the ques¬ 
tion of what effect that decision -would have, if at a later 
date the Commissioner of Patents sought to raise an en¬ 
tirely different issue, namely, the patentability of the 
claims over the prior art, was entirely open. The issue 
in that particular case was whether the disclosure was 

sufficient to support certain claims. 

1 

The case of Philadelphia Storage Co. v. Zenith Radio 
Corp., 117 F. (2d) 342, is one relating to complicated 
related interferences and the effect of one interference 
on another. These facts are too remote from anything 
in the instant case, to be of any practical assistance. 

There Is No Presumption That the Proposed 
Rejection of the Claims Is Correct. 

The assertion on page 12 of appellee’s Brief, that 
there is a presumed correctness in the proposed rejection 
of the claim by the Patent Office, is certainly in direct 
conflict with the authorities. The fact of the matter 
is the doctrine of res judicata is a doctrine which raises 
an irrebuttable presumption that the prior adjudication 
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by the Court is correct and no evidence is admissible to 
show that it is not. 

i 

As stated by A. C- Freeman in “The Law of Judge¬ 
ments”, 5th Edition, page 1317, paragraph 624: 

“The authority of res judicata induces a presump^ 
tion that everything contained in the judgment is 
true, and this presumption being juris et de jure, 
excludes every proof to the contrary.” 

Furthermore, as stated by this authority, page 1317, 
paragraph 625: j 

“The doctrine of estoppel by former judgment be¬ 
tween the same parties is one of the most beneficial 
principles of our jurisprudence and has been less 
effected by legislation than almost any other.” j 

This is a quotation from Aurora City v. West, 7 Wallace 
82, U. S. Supreme Court. 

Res Judicata Is Clearly Applicable to Decisions 

of the Court of Customs and Patent Appeals. 

I 

The suggestion on page 7 of appellee’s Brief that be¬ 
cause of the nature of the action in the Court of Cus¬ 
toms and Patent Appeals and because of the character 
of that Court, the doctrine of res judicata is inapplic¬ 
able, is clearly in conflict with the statement of the Su¬ 
preme Court, as set forth on page 13 of appellant’s orig¬ 
inal Brief and is also clearly in conflict with recognized 
authorities. On page 1335 of Freeman, that authority 
states: j 

“Whenever any Board, tribunal, or person is by 
law vested with authority to judicially determine 
a question, such a determination, when it has become 
final, is as conclusive as though the adjudication had 
been made by a court of general jurisdiction.” 

A similar statement appears on page 2617 of Freeman. 
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The Doctrine of Res Judicata Is Not to Be Lightly Ig¬ 
nored. It Applies Against the Government as Against 
an Individual. 

Throughout the Brief for the Commissioner there runs 
the implication that the doctrine of res judicata is ap¬ 
plicable against private citizens, but not against the 
Government or the Commissioner of Patents, for the sug¬ 
gestion on page 2 of appellee’s Brief that a holding of 
res judicata in this case would be contrary to public 
interest, is obviously based upon the above implication. 

This matter was treated in the original Brief, but is 
of such paramount importance that appellant would like 
to draw attention to additional authorities in support 
of his contrary position. As stated by Freeman, above 
cited, on page 10S6, paragraph 506: 

“The judgment in an action to which a State or 
the United States is a party or privy, in a matter 
as to which it has consented to be sued, is conclu¬ 
sive for or against it, and all its officers and agencies, 
to the same extent as a judgment for or against an 
individual,'’ 

citing in support thereof the case of New Orleans v. 
Citizens' Bank, 167 U. S. 371. This was a case in which 
a second suit for taxes was brought against the Citizens’ 
Bank for a certain year, the question being the effect of 
a prior adjudication between the same parties on the 
question of taxes levied or threatened to be levied for 
prior years. The defense was res judicata because of a 
prior adjudication in favor of the Bank. In this case 
the question of public policy asserted by the State to 
preclude the application of the doctrine of res judicata -, 
was urged, and the Supreme Court stated on page 398: 

“The argument that as a matter of public policy 
the principle of the thing adjudged should be held 
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not to apply to controversies as to taxation, if theife 
be merit in it, should be addressed to the law making 
and not the judicial department.’’ 

The Supreme Court held the doctrine of res judicata 
fully applicable and quoted with approval from a pre¬ 
vious decision of the Supreme Court of the State of 
Louisiana, as follows (page 398): 

“ ‘No principle of the law is more inflexible thah 
that which fixes the absolute conclusiveness of such 
a judgment upon the parties and their privies! 
Whether the reasons upon which it was based were! 
sound or not, and even if no reasons at all were 
given, the judgment imports absolute verity, and thei 
parties are forever estopped from disputing its cor¬ 
rectness.’ ” ! 

I 

On page 13 of appellee’s Brief the following extremely 
significant admission is made: 

4 4 It must be conceded that, in the present case, if 
the Patent Office had performed its duties properly, 
the present grounds of rejection would have been 
advanced initially and the appellant would have been 
saved the burden of meeting successive rejections.” 

It is incredible to believe that if an individual came 
before this Court and made the above quoted admission 
he could escape the consequences of the doctrine of res 
judicata or carve out an exception thereto. 

The recent case of Grubb v. Public Utilities Commis¬ 
sion, 281 U. S. 470, also indicates the importance to the 
public of the doctrine of res judicata, as recently in¬ 
terpreted by the Supreme Court. In that case the Su¬ 
preme Court stated, pages 478, 479: 

“In his bill the appellant assails the validity of the 
order upon one ground not brought to the attention 
of the state court—a ground arising out of the grant¬ 
ing to another interstate motor line of a certificate to 
operate buses over a route including the loop at 
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Portsmouth; and he insists that this ground of objec¬ 
tion is not concluded by the judgment of the state 
court, and therefore is open to examination and 
adjudication upon its merits by the District Court. 
But the judgment has a broader operation as res 
judicata than is thus suggested. The certificate re¬ 
ferred to was granted several months before the ap¬ 
pellant applied for a certificate and he had personal 
knowledge of it from the time it was granted. It 
was shown upon the records of the Commission and 
was easily accessible when the hearing was had upon 
his application. Thus it is a matter which, if hav¬ 
ing the bearing now suggested, could have been 
brought to the attention of the Commission either 
at that hearing or in his request for a rehearing, 
section 543, General Statutes; and, if it was not then 
given proper effect, he could have brought it to the 
attention of the state court and have made the same 
claim in respect of it that is now made in his bill. 

The thing presented for adjudication in the case 
in the state court was the validity of the order, 
and it was incumbent on the appellant to present in 
support of his asserted right of attack every avail¬ 
able ground of which he had knowledge. He was not 
at liberty to prosecute that right by piecemeal, as 
by presenting a part only of the available grounds 
and reserving others for another suit, if failing in 
that. Wcrlein v. New Orleans, 177 U. S. 390, 398, 
et seq.; United States v. California and Oregon Land 
Co ., 192 U. S. 355, &5S. 

As the ground just described was available but 
not put forward the appellant must abide by the 
rule that a judgment upon the merits in one suit is 
res judicata in another where the parties and sub¬ 
ject matter are the same, not only as respects mat¬ 
ters actually presented to sustain or defeat the right 
asserted, but also as respects any other available 
matter which might have been presented to that end. 
Baltimore S. S. Co. v. Phillips, 274 U. S. 316, 319; 
United States v. Moser, 266 IT. S. 236, 241; Crom¬ 
well v. County of Sac, 94 IT. S. 351, 352.” 
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Of similar significance, and further by way of answer 
to appellee’s suggestion that the Commissioner’s pro¬ 
posed rejection of the claims on belatedly discovered art 
which existed prior to the first decision presumed to be 
correct, your Honors’ attention is directed to the re¬ 
cent case of Heiser v. Woodruff, et al. } 327 U. S. 726. 

I 

This was a bankruptcy proceeding in which Heiser filed 
a money judgment with the referee in bankruptcy of the 
bankrupt, Woodruff. Woodruff objected that the judg^ 
ment was procured by fraud and apparently so con-1 
vinced the referee who heard evidence thereon and dis¬ 
allowed the claim. The petitioner contended that the 
referee could not attack the judgment and that the issue I 
of its validity was res judicata. 

The District Court reversed the referee and allowed the j 
claim, which in turn was reversed by the Court of Ap¬ 
peals of the Tenth Circuit, which in turn was reversed 
by the Supreme Court of the United States. 

I 

The judgment w~as obtained as follows: Heiser sued j 
Woodruff for a sum, including interest and costs, which 
amounted to $278,000 for certain alleged precious stones 
which had been delivered to Woodruff. On Woodruff’s 
default and on evidence given by Heiser, judgment was 
rendered for Heiser. Shortly thereafter Woodruff filed 
a motion in the trial court to set the judgment aside 
for various reasons. The matter was reopened on stipu¬ 
lation of the parties and a hearing was had to determine 
the value of the gems or stones, giving both parties the 
right to present competent evidence on this point to de¬ 
termine the actual value of the stones. 

j 

After a contested hearing the court made a minute 
order, stating the value of the stones was as alleged in 
the complaint and declined to give further consideration 
to the motion to set aside the judgment. No appeal was 

i 

taken. 
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It was urged, however, in the bankruptcy proceeding 
that “a fraud was practised upon the above entitled 
court with respect to the entry of said judgment.” 

The Supreme Court held that the doctrine of res judi¬ 
cata applied. The parties both had their day in court 
on the issue of the value of the gems. 

Certainly, it cannot be said that the Supreme Court in 
ruling that the referee in bankruptcy was not free to in¬ 
vestigate the allegation that the judgment in the previous 
case had been obtained by fraud, presumed that such 
fraud existed. Quite the contrary, the effect of the court’s 
ruling was that there was an irrebuttable presumption to 
the contrary. 

Furthermore, it certainly must be recognized that the 
public policy against condoning the perpetration of a 
fraud in obtaining a judgment is greater than any public 
policy against the Commissioner granting a patent be¬ 
cause he thinks it might be invalid over three prior art 
references, all three of which must be combined to meet 
the claims, or unpatentable over a patent issued years 
before the first adjudication. 

Attempt is made in appellee’s Brief to urge the doc¬ 
trine of res judicata inapplicable because of limitations 
on the part of the Court of Customs and Patent Appeals 
to consider evidence not before it. This situation is 
fundamentally no different from that of any other ap¬ 
pellate tribunal. It is universal practice in all courts 
that apellate jurisdiction is limited to consideration of 
issues and evidence presented in the lower tribunals. 
Res judicata is not limited by the inability of the appel¬ 
late tribunal to consider evidence, but is determined by 
the extent to which the evidence was or could have been 
presented under the issues in the lower court or the lower 
tribunal. Cases in support of this are legion. See Grubb 
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v. Public Utilities Commission, 281 U. S. 470, above dis¬ 
cussed. See also Pitman, et oX. v. Coe, C.C.D.C., 68 S. 
412; Hemphill Co. v. Coe, C.C.D.C., 121 F. (2d) 807. 

I 

The Commissioner Could Have Reopened the Case Even 
After Receiving the Opinion of the Court of Customs 
and Patent Appeals. 

I 

Appellee’s suggestion that the Commissioner could noi 
properly have requested return of appellant’s applica¬ 
tion prior to the decision of the Court of Customs and! 
Patent Appeals is indeed a specious argument for two 
reasons. In the first place, the Commissioner is charged 
with the duty of determining whether or not his posi¬ 
tion is correct before that tribunal. For example, in 
the present case, the Engineer’s Handbook, which the 
Commissioner now proposes to combine with two patents | 
previously before the Court of Customs and Patent Ap-1 
peals, was actually urged before the Court of Customs 
and Patent Appeals as a basis for rejecting the claims. ' 

The Commissioner should have decided either to ask j 
that the case be remanded for consideration of the Hand- j 
book, or to abide by the decision of the Court of Cus- I 
toms and Patent Appeals. He obviously chose the lat¬ 
ter course. Furthermore, this was by no means the j 
last chance which the Commissioner had before entry of ! 
the judgment of the Court of Customs and Patent Ap¬ 
peals. As a matter of fact, as clearly outlined in the 
case of In re Tourtellotte, 115 F. (2d) 344 (a case men¬ 
tioned in appellee’s original Brief), the Commissioner 
of Patents could actually have waited until after he had 
received the opinion of the Court of Customs and Patent 
Appeals. As pointed out in that case, even at this 
late date the decision of the Court would not have become 
final because judgment orders are not immediately issued 
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to the Commissioner. A time, normally about thirty 
days, is allowed to elapse to give one or more of the 
parties an opportunity to file a request for rehearing, 
or the like. In the Tourtellotte case jurisdiction was re¬ 
stored to the Commissioner of Patents, and the Court 
stated that its 

“decision did not become final because set aside by 
the granting of the petition for rehearing.” 

After receiving the opinion of the Court of Customs 
and Patent Appeals, the Commissioner could then have 
filed a request for rehearing and then could have re¬ 
quested that the case be remanded to the Patent Office 
for further consideration and action. 

Obviously, upon the case being restored to the Com¬ 
missioner under the procedure above outlined and fol¬ 
lowed in the Tourtellotte case, all grounds of rejection 
which the Commissioner now seeks to make could have 
been made. 

Respectfully submitted, 

Hakker H. Hittsosj-, 

Attorney for Appellant. 




